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OFFICE ACTION SUMMARY 



n Responsive to cornrnunication(s) fifed on . _ T 

□ This action is FINAL 

□ . Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in ' 

accordance with the practice under Ex parte Quayle, 1935 D.C. 11; 453 O.G. 213. " \ . ' - 

A shortened statutory period for response to this action is set to expire (_ ' • rnonth(s), or thirty days, * 



whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 1 33). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 



Disposition of Claims 



^9 



Oakn(s)_ 



. Of the above, ciaim(s) _ 

□ Oaim<s) 

□ ' Oafan(s) 

□ Qatai{s) 

Q3 / Claim(s) 



i s/are pending in trie application, 
js/are withdrawn from cortskJeration. 
is/are afiowed. 



is/are rejected. 
Js/are objected to. 



\~t7~ 



Application Papers 
□ Seethe attached Notice of Drafts person's Patent Drawing Review, PTO-948. 



are subject to restriction or election rea^rirernent 



□ The drawing(s) filed on 

□ ;sjhe proposed drawing correction, filed on 

□ The specification is objected to by the Examiner. 

□ Jhe oath or declaration is objected to by the Examiner. 



Priority under 35 U.S.C. 9 119 

□ • Actaiowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ ,AD □ Some* □ None of the CERTIFIED copies of the priority cxxximents have been 

received. 

. O * received in Application No. (Series Code/Serial Number) • 

□ Jieceived in this national stage application from the Irtemational Bureau (PCT Rule 17.2(a)).. 

•Certified copies not received: ; , \ 



_rs/are objected to by the Examiner. 
is □ approved □ tfsapproved. 



□ * Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attachments) 

, Q^Notice of Reference Cited, PTO-892 

rf^ kilnform aiion Disclosure Statement(s), PTO-1449. Paper No<a) 
Q Interview Summary, PTO-4 1 3 

Q Notice of Draftperson s Patent Drawing Review, PTO-946 
j ol Informal Patent A^^^t^PJ^S' 



rev.* - 
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Serial Number: 08/ 669,389 Page 2 

Art Unit: 1202 

Election/Restriction 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
L Claims 1-15 and 16 (A), drawn to compounds and process 16 (A), classified in 

class 544, subclasses 343, and class 514, subclass 249+. 
II. Claims 1-15 and 16 (B), drawn to compounds, compositions, methods and 

process 16 (B), classified in class 546, subclass 86+, and 544, 514, various 

subclasses. 

HI. Claims 1-15 and 16 (C), drawn to compounds, compositions, methods and 
process 16 (C), classified in class 546, subclass 84+, and 544, 514, various 
subclasses. 

IV. Claim 17, drawn to intermediates, classified in class 544, 546, 5 14, various 
subclasses. Further restriction might be required. 

Inventions of groups I to HI are alternative processes of making formula n. They are 
distinct from each other because they use different starting materials and reaction steps. Prior 
arts that would render obvious one group would not necessarily do so to another. 

Inventions of groups I to m vs. IV are related as mutually exclusive species in an 
intermediate-final product relationship. Distinctness is proven for claims in this relationship if 
the intermediate product is useful to make other than the final product (MPEP § 806.04(b), 3rd 
paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the instant case, the 
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intermediate product is deemed to be useful as reactants for making other compounds as well as 
possible biological active agents and the inventions are deemed patentably distinct since there is 
nothing on this record to show them to be obvious variants. Should applicant traverse on the 
ground that the species are not patentably distinct, applicant should submit evidence or identify 
such evidence now of record showing the species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the examiner finds one of the inventions 
anticipated by the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

A telephone call was made to Ms. Susan Rosenfield on 4-1 8-97 to request an oral election 
to the above restriction requirement, but a written restriction was requested. 

Applicant is advised that the response to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 



Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 



CFR 1.143). 
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amendment of inventorship must be accompanied by a diligently-filed petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.17(h). 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ms. Tamthom Ngo (or Tarn) whose telephone number is (703) 305 - 4485. 
The examiner can normally be reached on Monday thru Friday from 8:30 am to 5:00 pm EST. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308 - 1235. 




T. Ngo / 4-25-97 



